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Office Action Summary 



Application No. 

09/551.740 



AppHcant(s) 

MURRAY ET AL. 



Examiner 



Art Unit 




rSHORTENEO STATUTORY PERIOD FOR REPLY ,S SET TO EXPIRE 3 MONTH,S, FROM 

THE MAILING DATE OF THIS COMMUNICATION. ^^^^^^ ^^^^^^^ ^^^^^^^ ^ay a reply be Umeiy filed 

■ earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )□ Responsive to communication(s) filed on • 

„ • irikiAi 2h)M This action is non-final. 

Disposition of Clainns 

4) ^ Claim(s) 1-^ 1^ 16.25-28.31 M Bnd3M2 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) S ri lim(-) 1^1-^^- '^^'^^ 38-42 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) g Claims are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are objected to by the Examiner. ^ 

11) D The proposed drawing correction filed on is: a)D approved b)D disapproved. 



12)0 The oath or declaration is objected to by the Examiner. 



a)l2 All b)D Some * c)D None of; 

1 El Certified copies of the priority documents have been received. 
2D certified copies of the priority documents have been received in Application No. 



.Seehean^SSr^^^^^^ 
um Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 1 19(e). 



Attachment(s) 

15) □ Notice of References Cited (PTO-892) 

16) □ Notice of Draftsperson's Patent Drawing Rev.ew (PTO-948 

17 m information Disclosure Statement(s) (PTO-1449) Paper No(s) 6 



18) □ interview Summary (PTOSIS) Paper No(s). • 

1 9) □ Notice of Informal Patent Application (PTO-1 52) 

20) D Other: 

Part of Paper No. 9 
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Detail d Action 

Upon review of applicant's amendment at paper no. 9, the Markush rejection, the 101 
lack of utility rejection, the 112, first paragraph rejection and the 102 (b) rejection are 
rendered moot, 
(new rejections) 

1. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the 
manner and process of making and using it. in such full, clear, concise, and exact 
terms as to enable any person skilled in the art to which it pertains, or with which it is 
most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 
Claims 1-5, 15-16, 25-28, 31-32. 38-42 are rejected under 35 U.S.C. 112, first 
paragraph, because the specification, does not reasonably provide enablement for all of 
the compounds encompassed in formula I in claim 1 on page 1 of the application. The 
specification does not enable any person skilled in the art to which it pertains, or with 
which it is most nearly connected, to make and use the invention commensurate in 
scope with these claims. The scope of the claims fails to meet the requirements of 
enablement and directional guidance. There is no reasonable showing that such 
diverse compounds will have all of the alleged properties. 

The specification lacks direction or guidance for placing all of the 
alleged products in the possession of the public without inviting more than 
routine experimentation. The applicant is referred to In re Fouche 169 USPQ 
429 ccpa, 1971, MPEP 716.02 B. The applicant is referred to In re Wands, 
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858 f.2d 731 . 737, 8 USPQ2d 1400. 1404 (Fed. Cir. 1988) which includes the 
incorporation of the 8 factors recited in Exsarte Foreman 230 USPQ 546 
(Bd. Of App. And Inter 1986). 

2 The following is a quotation of the second paragraph of 35 U.S.C. 112: 

Claims 1-5, 15-16, 25-28, 31-32, 38-42 are re)eoted under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly Cainn the 
subject matter which applicant regards as the invention. 

A in claim 1, line 1, page 2, the phrase -5-6 membered cyclic ring", in lines4-5, the 
terms -heterocyclyl". -heteroaryl". -heteroarylalky", "heteroa^oxy", -heteroarylalkoxy-, ■ 
and in line 22, the term "a^lene" or -hetera^lene- is indefinite. These terms are so 
broad as to render this claim meaningless. For example, what -heterocyclyl- ring is the 
applicant claiming? These terms are indeflnfte in all occurrences throughout the 
application. 

3. The references in the IDS filed 10/5/00 have been considered. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Binta M. Robinson whose telephone number is (703) 
306-5437. The examiner can nomially be reached on M-F (9:30-6:00). 

1, attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Alan Rotman can be reached on (703)308^698. The fax phone numbers 
for the organization where this application or proceeding is assigned are (703)308-7922 
for regular communications and (703)308-7922 for After Final communications. 
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Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 308- 
223. 




June 4, 2001 kimi^ 



